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REMARKS 

This Application has been carefully reviewed in light of the Final Office 
Action mai .ed March 2. 1999. Applicant thanks the Examiner for conducting a telephonic 
mtcrview on Apri. 29. ,999 and further appreciates the Examiner's expressed willingness to 
call the undersigned attorney after he has had time to consider the patentability of the claims 
Reconsideration and further examination of the patentability of the claims 1S respectfully- 
requested. The claims remaining in the application are claims 1-1 1 and 13-30. 

The claims have been amended to place them in better form for consideration 
on appeal. These amendments clarify what Applicant regards as his mvention. Applicant 
respectfully requests the entry of the claim amendments. 

All pending claims were again rejected under 35 U.S.C. 103(a) as being 
unpatentable over Duck in view of Foreman, et al. Applicant respectfully traverses. 

As the Examiner knows, the Manual of Patent Examining Procedure states: 

"To establish a prima facie case of obviousness, three basic criteria 
must be met . Firs , there must be some ™cn*n* 

either m the references themselves or in the knowledge gene ally 
available to one of ordinary skill in the art. to modify the'reffrTnce o r 
to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references 
when combined) must teach or suggest all the claim limitations. 

The aching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art 

™?(Z!^ s iw osmr ,n re Vaeck - 947 F2d 488 - 20 ' sp Q 2d 

MPEP § 2143. 



The Examiner asserts that the motivation for combining the Duck and 
Foreman references is found in both references, as well in the knowledge generally available 
to one ot ordinary skill ,n the art. However. ,t is improper to combine references where the 
Terences teach away from their combination. In re Gras.selli 713 F.2d 731 743 -18USPO 
769. 779 (Fed. Cir. 1983). 
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Se.ther Ou* no, — even proved tha, * - 

Foreman combination P P or teach each UmUauon of the ,n 

■ n anes not disclose, sugge^- 

The Exammer has asserted >> or « 

* reference reaches a method .0 P inc , udes 
references because each refer ^ ^ ^ , nvenuo , ^ 

-en thou* *» »^ ^ on lh e check ,0 "^cr - » ^ ^ 
the us e of pnn* a , Unes , „„. However. Due, 

labels as a way to detect . 

label over the top ot 

and would be ms r ts ,„ rem 

• thefaceoflhectok . Th e 

.erefore.Ouckar^^^ 

" OUC^ contribution ,0 such a con—; To - _ ^ ^ 

bu , what ,s Duck (he Kse „ ce ot Duck way 

EM m,ner woutd have ro enn e ^ combmatton 

Th erefore. APpU- ^ * ^ rena er the presen, tnventron obvous. 

, rom the present ,nven.,on and does n , ^ of . 

label printer co mpn^ a U> P 

added). Duck's disclosed cash r. 
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r, X ,,r calcu,a,es ,he amoun, ,„ be pnn.ed by ,„e label encoder „„ th e label ,ha, is ,„ be 

w,,h a keyboard for operaung ,he d.spense, The con.ro, .erm.na, , s coupled ,„ a pnn.er and 

may be coupled to a point of sale device (col. 5. 11. 21-25). 

Even if it were proper to combine the Duck and Foreman references this 
comb,nat, n of Duck and Foreman does not teach. d ISC ,ose. or suggest all of the limnat.ons 

or claim 1. 

Claim I is an automated system for encoding on the face „f a .i,„t, . 
pomt-of-sale. comprising a po,nt-of-sale regfsier operable ?„ rf , " 
transaction amount: an rnput device coupled T po'nfo'f s L e i™ "a^d' 
operable to recerve the transaction amoun, and detemine a ch cSunM n 
response to receiving an input from a user: and a check encoded cn™^ 
■he potnt-of-sale register and the input device J o ra e t r "efve , 

Sf ^ kCyM W6 ~<* "« ~" 0" a MfCR 

As one example, the Duck-Foreman computation does no, teach or suggest an 
automated sys.em operable ,o receive ,he check amoun, and encode ,he check amoun, on the 
face of the check on a M,CR ,i„e on the check. Applicant invention envsions encodin, the 
check amoun, on a check in a, leas, three piaces. The firs, and second are typical check fields 
where a payor usuafiy ™, £ s in ,he .endered amoun,. alphabe.ically and numerical The 
-htrd ,s an area ,ha« may be au.oma.icallv read, and thus processed, by s.andard check 
processing me .hods. Such an area is a k™™ and specific posifion on ,he check, such as ,he 
MICR hne. whose loca.ton and forma, is de.ermined by ,he curren, check processing standard 
used by banks ,o process checks. Today, .he M.CR line is bo.h human-readable and readable 
by convennona, MICR machine, and utilize, magnettc mk. Future standards for automa.ic 
check processing may incorpora.e o,her locauons on a check. Such s,andards may also use 
encodmg med.a other than magnet.c ink. and/or other spear, such as ,hose in ,he tnfrared or 
ultraviolet regions 



Duck discloses printing bar codes on a label, which is then affixed ,„ the 
check. ,c„l. 6. u. 3 . l2 , Foreman does no, ,each or sugges, pr,n„„g any da.a on ,he MICR 
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line. The check amount, when encoded on a MICR line on a check, is advantageously 
readable by standard bank and check processing readers such as conventional MICR readers, 
as opposed to special readers to read the bar code. (Applicant's Specification, p. 8. 11. 1 7-20). 
Such encoding is also advantageous in that the check is human-readable and may be verified 
at the point of sale (Applicant's Specification, p. 9. 11. 11-13) compared with Duck's bar 
codes. Furthermore, such encoding also removes the additional, time-consuming step of 
deciphering and then encoding a handwritten transaction amount of the check during etieck 
processing. By removing this step, the inevitable human error introduced by the current 
conventional check processing methods is also removed. 

For the above reasons. Applicant respectfully submits that Duck and Foreman 
fail to disclose, suggest or render obvious Applicant's invention as recited in claim 1 . Claim 
1 is therefore patentable, and Applicant respectfully requests allowance of claim 1. 

For these and other reasons, claims 2-5 depending therefrom are also 
patentable over the art as combined. Therefore. Applicant respectfully requests that the 
Examiner withdraw the rejection and allow claims 2-5. 

The Examiner also rejected independent claim 6 over Duck in view of 
Foreman. Applicant respectfully traverses this rejection. ,n addition to the improper manner 
of combining the references as set forth above. Independent claim 6. as amended, recites: 

A method for encoding checks at a point-of-sale, comprising the steps of 
determining a transaction amount; receiving an input from a user in response 
to the transaction amount and determining a check amount; receiving a 
check; encoding the check amount on the face of the check in a machine- 
readable format on a MICR line of the check; and issuine the encoded 
check. 

Even if it is proper to combine these references, neither of these references 
teaches or suggests all the limitations of claim 6. as discussed above. For these and other 
reasons. Applicant respectfully submits that Duck and Foreman fail to disclose, suggest or 
render obvious Applicant's invention as recited in claim 6. Claim 6 is therefore patentable, 
and Applicant respectfully requests allowance of claim 6. 
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For these and other reasons, claims 7-11 depending therefrom are also 
patentable over the art as combined. Therefore. Applicant respectfully requests that the 
Examiner withdraw the rejection and allow claims 7-11. 

The Examiner rejected independent claim 13 over Duck in view of Foreman in 
the all-inclusive rejection of Claims 1-26. Applicant respectfully traverses this rejection, in 
addition to the improper manner of combining the references as set forth above. Independent 
claim 13 recites: 

A method for encoding checks at a point-of-sale, comprising the steps of 
determining a transaction amount; receiving an input from a user in response 
to the transaction amount and determining a check amount: receiving a 
check; printing a payee name at a predetermined payee location on "the 
check; printing a numeric check amount on a predetermined numeric check 
amount location on the check; printing the check amount in words on a 
predetermined word check amount location on the check: encoding the 
check amount on the face of the blank check in magnetic ink on a MICR line 
of the check; and issuing the encoded check. 

It appears that the Examiner may have overlooked specific limitations in claim 
,13 when including claim 13 in a wholesale rejection of all the claims. For example, one 
claim limitation not addressed by the Examiner is -encoding the check amount on the face of 
the blank check in magnetic ink on a MICR line of the check: and issuing the encoded 
check". The Examiner asserted that the use of magnetic ink was disclosed in Duck. 
However. Duck discloses printing bar codes on a label, which is then affixed to the check, 
(col. 6. II. 3-12). Such use of magnetic ink does not suggest or teach the use of magnetic ink 
to be encoded on a MICR line of a check, which may be read by standard bank and check 
processor readers such as conventional MICR readers, as opposed to special readers to read 
the bar code. (Applicant's Specification, p. 8. 11. 17-20). Such encoding is also 
advantageous in that the check is human-readable and may be verified at the point-of-sale, 
compared with Duck's bar code (Applicant's Specification, p. 9. 11. 11-13). Furthermore, 
such encoding also removes the additional, time-consuming step of deciphering and then 
encoding a handwritten transaction amount on the check during check processing. By 
removing this step, the inevitable human error introduced by the current conventional check 
processing system is also removed. In contrast. Duck does not teach or suggest, and arguably 



f 
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•eaches away from ,he usc of masne ,, c jBk CTc()d . ng on a chect (hai ^ ^ ^ 
co„ve„,,ona, MICR reader, Foreman does no, ,eae h or suggest printing a„v information ,„ 
magneuc ink „„ , he f ace of a check or a money order a, any loc a ti „„. For thls am! „,„„ 
reasons. Applican, respectfully submits tha, ,he comb,„a„o„ of Duck and Foreman fail ,o 
d,sel„se. sugges, or render obvious Applicant's invention as rectted ,„ claim 13. Clatm , 3 ,s 
therelore patentable, and Applicant respectfully requests allowance of claim 13. 

For these and other reasons, claims 14-18 depending therefrom are also 
patentable over the an as combined. Therefore. Applicant respectfully requests tha, the 
Examiner withdraw the rejection and allow claims 14-18. 

The Examiner also rejected independent claim 19 over Duck in view of 
Foreman. Applicant respectfully traverses this rejection, in addition to the improper manner 
of combining the references as set forth above. Independent claim 1 9. as amended 



recites: 



plurality 71Z ' I*"*" e " C ° der - C ° mpris '"S a keypad having a 

u e a d°„l P Th" T ? PerabIe '° reCeive a <*«* *™un, from a 
user, a display coupled to the keypad and operable to display the check 
amount entered by the user: and a check encoder coupled to the keypad and 
display operable to receive the check amount from L kevpad anTenccSe 
Z a C *Z c r° Un ' 3 maCWne - rea dablC f °™ * " P-de,eL„ed localn 



Even ,f „ were proper to combine Duck and Foreman, the combination does 
no, teach or suggest ail the limitations of claim I o. The Examiner asserts ,ha, i, would have 
been obv ious ,„ one of ordinary skill in the art ,„ modify Duck s encoder so as ,o make i, 
pocket-sized. The Examiner assens tha, "this would have been done with the purpose of 
making the encode, portable so as ,o a.low a sales clerk ,o carry such encoder around ,he 
store. . . On the contrary, the present invention is intended to aMow a payor or purser ,„ 
conveniently make ou, and issue a check tha, has its check amount encoded on the check to 
enable easy check processing a, the bank. Further. Duck nowhere discloses a c * ck encMk r 
tha, has a keypad and display, instead. Duck discloses a „,.,* regls ,„ (or poin ,. 0 f,ale 
register, tha, has a keypad and a d,s P ,ay. ,„ be used with „ hlM mkr , The |abe| ^ 
has no keypad and dispk.y. and requires labels to be inserted therein tor printin. Therefore 
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Duck does not teach or suggest tucking the register in a user's pocket to use with the label 
encoder as a pocket-size personal check encoder of the present invention. Such an 
embodiment would also require carrying a set or roll of labels to be used with the separate 
label encoder and register. Both Duck and Foreman arguably teach away from such an 
invention, because both references require the employee to enter in a transaction amount to a 
keypad that is coupled to, or is part of. a point-of-sale register. Applicant's claimed invention 
does not require such coupling, and envisions that the invention is utilized by a customer- 
payor. as it can store frequent payee names and the balance. (Applicant's Specification, p. 9. 
11. 2-4). Nowhere in Duck or Foreman is there a teaching or suggestion of the claimed device. 

For the above reasons. Applicant respectfully submits that Duck and Foreman 
fail to disclose, suggest or render obvious Applicant's invention as recited in claim 19. Claim 
19 is therefore patentable, and Applicant respectfully requests allowance of claim 19. 

Claims 20-26 depend from and provide further limitations on independent 
claim 1 . Therefore, for the reasons stated above, claims 20-26 are also patentable. Therefore. 
Applicant respectfully requests that the Examiner withdraw the rejection and allow claims 20- 

,26. 



Claims 27-30 have been added to more particularly point out and distinctly 
claim what Applicant regards as his invention. Neither Duck nor Foreman suggest or 
disclose an automated system operable to receive the check amount and encode the check 
amount on the face of the check in a format and location readable by standard check 
processing equipment on the face of the check. Therefore, independent Claim 27 and Claims 
28-30. which depend from and provide further limitation on Claim 27. are patentable over the 
cited references. 



Although the Examiner has rejected various dependent claims as being 
rendered obvious by the Duck-Foreman combination, these rejections are moot in light of the 
above arguments. Applicant respectfully reserves the right to address these rejections should 
it become necessary in the future. 
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CONCLUSION 

Applicant has made an earnest attempt to minimize the number of outstanding 
issues and place this case in better form for consideration on appeal. For the foregoing 
reasons and for other reasons clearly apparent. Applicant respectfully requests the entry of 
this Response and full allowance of claims 1-11 and 13-30. 

In order to expedite the prosecution of this case, the undersigned attorney for 
Applicant invites the Examiner to call at the telephone number listed below if there is a need 
to clarify any outstanding issues. 

Although no fees are believed due, the Commissioner is hereby authorized to 
charge any fees or credit any overpayments to Deposit Account No. No. 05-0765 of 
Electronic Data Systems Corporation. 

Respectfully submitted. 
BAKER & BOTTS. L.L.P. 




(214) 953-6690 
wjeangfSibakerbotts.com 
Date: May 3, 1999 

Please Send Correspondence to: 

L. Joy Griebenow, Esq. 

Chief Patent Counsel 

Electronic Data Systems Corporation 

5400 Legacy Drive. M/S H3-3A-05 

Piano. Texas 75024 
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